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Opi nion by Drost, Administrative Trademark Judge:

Gary L. Geen, P.A (applicant) filed an application

to register on the Suppl enental Register the mark WE MAKE
HOUSE CALLS (in typed form for “legal services” in
I nternational C ass 42. The application (Serial No.
75/ 642,176) was filed on February 17, 1999, and appli cant
clained a date of first use and a date of first use in
commer ce of Cctober 1, 1998.

The Exam ning Attorney has refused to register

applicant’s mark on the ground that “regardl ess of the
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manner of use of the phrase WE MAKE HOUSE CALLS, the words
will not function as a mark because they will be perceived
as informational matter.” Exam ning Attorney’s Appeal Br.
p. 5. At this point, we should note that the Exam ning
Attorney! stated the mark was refused registrati on because
it did not function as a mark under Sections 1, 2, and 45
of the Trademark Act. 15 U.S.C. 88 1051, 1052, and 1127.
However, since applicant has consistently sought

regi stration on the Suppl enental Register, the issue is not
whet her the sl ogan functions as a mark, but whether the

sl ogan is capable of functioning as a mark. 1n re Eilberg,

49 USPQ@2d 1955, 1956 n.2 (TTAB 1998). In essence, the
Exam ning Attorney’s position is that applicant’s slogan is
purely information nmatter that would never be recogni zed as
a trademark, and it is, therefore, incapable of

regi stration on the Suppl enmental Register. Applicant seemns
to have understood that the ultimte i ssue was al ways

whet her its sl ogan was capabl e of functioning as a
trademark. See Applicant’s response dated January 26,

2000, p. 4 (“[1]t is respectfully submtted that the sl ogan

WE MAKE HOUSE CALLS di stinguishes, or at a mninmnumis

! The current Examining Attorney was not the original Exam ning
Attorney in this case.
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capabl e of distinguishing, the applicant’s services from
those of others”); Applicant’s Appeal Br., pp. 6-7 (sane).
Therefore, we now consi der whether applicant’s slogan is
capabl e of distinguishing applicant’s services fromthose
of others.

In refusing registration, the Exam ning Attorney
relies on the follow ng evidence. First, she has submtted
a definition that a “house call” is a “professional visit
made to a hone by a professional, especially by a
physi cian.” Second, she has submitted a significant anount
of evidence that the term “house call” is used to describe
a hone visit by many types of professionals. Third, she
has al so i ntroduced evidence that attorneys visit clients
in their hones, and that these visits are referred to as
“house calls.” Based on this evidence, the Exam ning
Attorney argues that applicant’s sl ogan shoul d be refused
regi stration on the Suppl enental Register.

Appl i cant responded by pointing out that there is no
evi dence that any other attorney uses the exact phrase “we
make house calls,” consunmers are not accustoned to the use

of “such clains by |awers,” and its phrase is featured in
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a distinctive and highly stylized fashion.? Applicant’s
Appeal Br., pp. 4-5.
After the Exami ning Attorney nade the refusal to
regi ster applicant’s slogan on the Suppl enmental Register
final, applicant filed a notice of appeal. Applicant and
the Exami ning Attorney have filed briefs. No oral hearing
was request ed.
Because we hold that applicant’s slogan is incapable
of distinguishing applicant’s services fromthose of
others, we affirmthe refusal to register.
Applicant’s mark consists of the slogan WVE MAKE
HOUSE CALLS in typed formfor |egal services.
The determ nation of whether or not a given expression
or conbi nation of words is capable of distinguishing
an applicant’s goods is grantedly not an easy one, but
it seens apparent that every conbination of words
cannot acconplish this purpose and that in order to be
regi strabl e on the Suppl enmental Register, a |audatory
expressi on nust have some degree of ingenuity or say
sonmething in a slightly different way fromthat

expected to be said about a product.

In re OR Mssberg & Sons, Inc., 175 USPQ 191, 192 (TTAB

1972) (MORE GUN FOR THE MONEY for rifles and shot guns
i ncapabl e of registration on the Suppl enental Register).

See also In re Hel ena Rubinstein, Inc. 419 F.2d 438, 161

2 The Examining Attorney properly objected to applicant’s |ist of
regi strations, which was unacconpani ed by a copy of the
referenced registrations. 1In re Duofold Inc., 184 USPQ 638, 640
(TTAB 1974) .
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USPQ 606, 608 (CCPA 1969) (“A term “cannot be regi stered as
a trademark, even on the Supplenental Register, unless it
is intended primarily to indicate the origin of the goods
and is of such a nature that the ordinary purchaser would
be likely to consider that it indicated such origin”).
Recently, the Federal Crcuit held that the slogan THE BEST
BEER I N AMERI CA for beer and ale was a “conmon, | audatory
advertising phrase” that “is incapable of registration as a

trademark.” |In re Boston Beer Co., 198 F.3d 1370, 53

UsP@2d 1056, 1058 (Fed. Cir. 1999).

Whet her applicant’s mark i s capabl e of distinguishing
its services fromthose of others nust be determ ned on the
basis of the significance or neaning of the mark as applied
to the services, the context in which the mark is used in
t he specinens, and the likely reaction of the average
consumer encountering the mark in its natural environnent.

See In re Brock Residence Inns, Inc., 222 USPQ 920, 922

(TTAB 1984), citing, In re Western Union Tel egraph Co., 199

USPQ 499 (TTAB 1978). First, we |look at the neaning of the

mark. Applicant’s slogan is a sinple slogan that says “we
make house calls.” A house call is defined as a
professional visit made to a hone, especially by a

physi cian. The Exam ni ng Attorney has made numerous

articles of record to denonstrate that nmany professions
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make visits that are identified as “house calls.” See
e.g., First Ofice Action, Stories 2, 411, 413, 423, 600
(veterinarians); Stories 5, 406, 407, 419 (doctors); Story
8 (aquariuminstallers); Story 9 (nursing students); Story
13 (pet photographers); Story 204 (grandfather clock
repairman); Stories 400 and 815 (conputer repairnen); Story
417 (hairstylist); and Story 603 and 1004 (nmassage
t her api sts).
| ndeed, in addition to these professions, the
Exam ning Attorney’s evidence shows that attorneys al so
make cal | s.
In their comrercials, |awers say they' || make house
calls. Wuldn't you like to see doctors on TV prom se
the same? The Virginian-Pilot, April 8, 1999, p. E2.
[ The] common goal is to bring | awers and el derly
clients together, says MBride, primarily by
establishing clinics and through what essentially are
house calls. ABA Journal, March 1999, p. 89.
When Rudman nmakes house calls, people are nore
confortabl e because they’'re in their own hones and, as
a result, are nore candid. New Jersey Lawyer, Apri
27, 1998, p.1.
Forms are printed in large type. The office is
physi cally accessi ble. Lawers nmake house calls.
Chi cago Lawyer, Novenber 1997, p. 1.
In his quest for clients in a town stuffed with
| awyers, Pena offered the rare service of house calls.

Austin Anmerican-Statesnan, June 19, 1997, p. D1.

Caruso said he’'s a | awyer who nmekes house calls for
his clients who are housebound. Ti mes-Uni on, Novenber
4, 1994, p. B4.
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It’s not a coincidence that doctors no | onger make
house calls, but lawers do. |In fact, you can see the
advertisenments for such | awers on television. Sun-
Sentinel, June 28, 1994, p. 1A

The evi dence shows that the slogan “we nake house
calls” wll have a readily understood neaning, i.e. that
the lawers will nake a professional visit to a prospective
client’s hone.

The context in which the slogan is used on applicant’s
speci mens reinforces that neaning. The |arge Yell ow Pages
adverti senent has a picture in the upper hand corner that
is apparently a sinulation of an attorney maki ng a house
call. Underneath the photograph is the italicized slogan
We Make House Calls. To the right of the picture and
slogan is the follow ng information:

PERSONAL | NJURY AND WRONGFUL DEATH CASES
MEDI CAL NEGLI GENCE

TRACTOR TRAI LER WRECKS

TRAUMATI C BRAI N | NJURI ES

Bl RTH | NJURI ES

NO RECOVERY, NO FEE

Client may Be Responsible for Costs or Expenses

Hone & Hospital Consultation Available for the Seriously
| nj ured

The rest of the advertisenment contains the firm nane
and contact information, a notation that “A donation to
MADD is made by this law firmin recognition of every

victimwe represent against a drunk driver,” and a seal
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containing, inter alia, the name of the firm the |arge,
stylized letters G5 and the slogan “W Make House Calls.”
Applicant’s smaller Yell ow Pages advertisenent is simlar

al though, in addition to being smaller, it does not contain
t he photograph of the simulation of the house call, which
was featured in the |arger advertisenent.

In these speci nens, the phrase “we nake house calls”
woul d sinply informpotential clients that the | awers at
the firm make house calls on prospective clients.

Appl i cant makes it abundantly clear what the neani ng of the
sl ogan woul d be when it includes an actual photograph
apparently of a simulation of a house call by an attorney.
Because it would be so clear what the phrase “we nmake house
calls” would nmean to potential clients, the advertisenent
goes on to explain the limted circunstances of when the

| awyers for the firm*“make house calls” by expl aining that
“Home & Hospital Consultation Available for the Seriously

| njured.”

Therefore, the evidence nmade of record by the
Exam ni ng Attorney and the specinens nake it clear that the
likely reaction of the average consuner will be to the
slogan. They will likely regard the slogan as sinply

informational matter that infornms themthat these | awers
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make professional visits to hones, i.e. they make house
calls.

VWhile it is true that, for a slogan to be registrable
on the Suppl enental Register, it does not require a great
deal of ingenuity or creativity, the slogan WE MAKE HOUSE
CALLS is alnost totally devoid of any creativity or
ingenuity. Indeed, it is perhaps the nost direct and
uni magi native way to inform potential custoners that a | aw
firmprovides the service of nmaking house calls. Applicant
argues that: “There is certainly nothing in the record
that would support a finding that it is ‘“a relatively
common practice’ in the legal field to make a claimthat a
| awyer makes house calls.” Applicant’s Appeal Br., p. 5.
The fact that many | awers nmay not make house calls is not
the test. The evidence clearly shows that |awers are
anong the many professions that make “house calls.”
Applicant’s slogan is a remarkably nundane way to convey
this information to potential clients. It is not the
unusual nature of the service that nmakes a sl ogan creative;
it is the ingenuity of the slogan itself. The slogan *“Al
our lawers are admitted to the bar in all 50 states” nmay
be unusual because few |l awers, if any, are admtted to the
bar of all 50 states, but the slogan itself is a nundane

way of informng potential clients of this unusual fact.
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Simlarly, applicant’s slogan inforns potential clients of
what m ght be perceived as the sonmewhat unusual service
that its |awers nmake house calls. However, it does not do
so in a manner that neets the low threshold for
registrability on the Suppl enental Register.

Al so, the fact that applicant’s exact phrase was not
found in the search of the el ectronic database is not

significant. Inre Melville Corp., 228 USPQ 970, 971 (TTAB

1986) (“The fact that applicant nay convey siml ar
information in a slightly different way than others i s not
determ native”).

Finally, applicant also points out that it uses the
phrase “we make house calls” in its seal or crest along
with its firmnanme, initials, and a design. W note that
by depicting its mark in a typed draw ng, applicant is not
claimng any particular style for its mark. Placing
informational matter in a seal does not, by itself, convert
unregi strable matter into registrable mtter. See, e.g.,

In re Franklin Press, Inc., 597 F.2d 270, 201 USPQ 662

(CCPA 1979) (Applicant permtted to disclaim rather than
del ete, informational phrase “Enpl oyees represented by I TU,
|PPU & GCU & GAIU in its mark in a seal design). The
additional use in its seal does not change the neani ng of

the slogan. Applicant’s slogan is an ordinary and direct

10
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way of letting potential clients know that its |awers nake

home visits; the evidence shows that other |awers are
descri bed as nmeki ng house calls; and applicant’s own
speci nens denonstrate that potential clients would
understand fromthe context that the slogan was
informational. Therefore, the slogan is incapable of
di stingui shing the services of applicant fromthose of
ot hers.

Decision: The refusal to register is affirnmed.

11



